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ABSTRACT
Fashion design has faced uncertainty within intellectual property laws in most countries.
Generally, it could be treated differently by numerous laws, mainly copyright, trademark, trade
dress and patent design. Fashion design disputes tend to be more perplexing while courts in
different jurisdictions have struggled with the analysis of fashion design claims in various ways.
This article examines several famous fashion design cases in the U.S. The facts and proceedings
of copyright lawsuits in Thailand are compared to reveal an interestingly unclear borderline of
protection that put all related parties in fashion industry at risk. The article aims to (1) define a
legal framework of fashion design, (2) discuss facts and proceedings related to fashion design
lawsuits in the U.S. and Thailand and compare court decisions and (3) analyse potential risk for
fashion designers and fashion industry.
Keywords: Fashion Design, Copyright, Design Patent, Trademark, Confusion, Creativity,
Infringement, Legal Risk.
INTRODUCTION
The protection of fashion design is not well defined under legal regulations in most
jurisdictions. In general, fashion design is not clearly defined in any specific law and its
protection is likely to expand through various intellectual property laws; generally copyright,
trademark and design patent. Moreover, its practical applications in many jurisdictions have
often been perplexing and unclear.
Legal scholars have different views. On the one hand, some scholars criticize the
available legal regime for failing to protect fashion design; arguing that the court should expand
more protections and Congress should fix the problem. On the other hand, the other group of
legal scholars propose “piracy paradox” explanation; arguing that the fashion industry counterintuitively operates within a low intellectual property equilibrium in which copying does not
really deter innovation and may actually promote it.
Likewise, courts in different jurisdictions have struggled with various approaches of
analysis and reasoning. Accordingly, fashion design could be treated differently by several
intellectual property laws and varied interpretations. Such unclearness causes major legal risk in
design industry worldwide. This article studies intellectual property protection in fashion design
and discusses court cases as well as proceeding related to fashion design lawsuits in the US and
Thailand. Recently, the US Supreme Court formulated a two-prong test in Star Athletica v.
Varsity Brands, 578 US (2016) to focus on whether the design element can be identified
separately from the article and whether the design element is imagined separately from the useful
article. However, the Court was careful to note that even if respondents ultimately succeed in
establishing a valid copyright protection, respondents could not bar any person from
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manufacturing uniforms with identical shapes, cuts and dimensions as the ones in question. In
addition, the Court declined to rule on whether the surface decorations in question were
sufficiently qualified for copyright protection by holding that “we do not today hold that the
surface decoration is copyrightable. We express no opinion on whether these works are
sufficiently original to qualify for copyright protection”. Still, this holding leaves significant
uncertainty about the application of copyrights to surface decoration and fashion design.
In a similar fact, the Thai Supreme Court held in the case number 19305/2555 (2012),
that copyright ability needed to meet the requisite level of creativity. Designing silk elephant doll
similar to the design of elephant emblem on the Royal Navy flag was not qualified as the
creativity level and not copyrightable. The justification for copyright protection in this case
establishes high standard for a designer to claim his or her copyright.
This article examines various intellectual property protections of fashion design;
particularly trademark, design patent and copyright. Then, the protection of fashion design in the
U.S. is observed by focusing on copyright law and the U.S. Supreme Court decision. This article
further analyzes the recent Supreme Court decision of Star Athletica, LLC v. Varsity Brands Inc.
case, as well as the famous Supreme Court decision on the standard of copyright ability-Feist
Publications, Inc., v. Rural Telephone Service Co. Next, this article inspects intellectual property
protection of fashion design in Thailand and analyzes two Supreme Court judgments-the silk
elephant doll case and the bas-relief (basso-rilievo) of Apsara case. The last part of this article
analyses potential consequences on design industry and proposes certain observations.
Intellectual Property Protection of Fashion Design
Theoretically, fashion design can be protected under many intellectual property laws;
particularly trademark, design patent and copyright. Generally, trademark protects name or
symbol that identifies the source of goods or services. Patent design protects ornamental design
of a functional item or product. Copyright protects various forms of expression, possibly
including design of article. However, these laws are basically overlapping when applied for
fashion design protection.
Trademark covers a word, phrase, symbol, and/or design that identifies and distinguishes
the source of the goods of one party from those of others. For example, “Adidas” identifies shoes
made by Adidas and distinguishes them from shoes made by other shoe companies. Unlike
copyright or patent, trademark rights can last forever through registration by filing specific
documents and paying fees at regular intervals. The trademark owners hold right not only in the
markets where their brands first acquired fame, but also in other markets; for instance, Porsche
AG licensing its name for the manufacture of sunglasses and Coca-Cola Company licensing
“Coca-Cola” T-shirts.
Patent in most countries, including US and Thailand, widens its scope to cover various
categories. Patent originally is an exclusive right granted for an invention which is a product or a
process that normally provides a new way of doing something or offers a new technical solution
to a problem. However, design patent which is based on decorative, non-functional features, is
the most related to fashion design. The patent owner has the exclusive right to license other
parties to use the invention or design. The exclusive right ends after a patent period which is
usually 10 to 15 years for a design patent and 20 years for patent of invention.
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Copyright protects virtually all forms of expression; for example, novels, motion pictures,
music, videos, videogames, map photograph and computer program. Since copyright protects
expression, fashion design can easily be expressed in some medium and protected as copyright
work. The copyright owner has the exclusive right to reproduce, distribute, perform, display,
license and to prepare derivative works based on the copyrighted work.
Intellectual Property Protection of Fashion Design in the US
Although fashion design in the US can be protected through trademark, design patent and
copyright, each type of protection has its own difficulties. Trademark fundamentally prohibits
copying of logos, symbol and brand names of cloth manufacturer, not the design and not for
designers. Design patent seems to be a rational alternative for fashion design since it is based on
decorative, non-functional features. However, it is hard for the designers to prove the newness
for their designs because they are often based on the previous designs of their own work or the
work of others. In addition, design patent does not cover features of clothing that are solely for
function since the design patent is aimed to protect design or ornamentation. Thus, design patent
is likely to provide a limited protection to most clothing design.
Clothing design does not fit well under copyright law. The Copyright Act of 1976,
section 102(a)(5) provide protection of “pictorial, graphic and sculptural works” and section 101
defines that “pictorial, graphic, or sculptural features” of the “design of a useful article” are
eligible for copyright protection as artistic works if those features “can be identified separately
from and are capable of existing independently of, the utilitarian aspects of the article.” This
protection is aimed directly to the textile print or unique flourish of clothing but does not give the
copyright over the design of clothing to the designer.
Fashion design protection should not be taken lightly given that fact that it is now a major
industry with global annual sales larger than the sum of books, movies and music industries.
Moreover, fashion business has been rapidly growing, particularly in the last few decades.
However, there are very few opinions by the US Supreme Court clarifying whether fashion
design should be protected in any category of intellectual property laws; and if so, to what extent.
Copyright protection for fashion design has been limited, generally due to clothing designs are
utilitarian function or “useful articles” under section 102(a)(5) of the Copyright Act. There are
different tests developed by some US court of appeals for determining separability of the
protected parts and unprotected part. Recently, the US Supreme Court finally decided on the
issue of copyright separability in Star Athletica, LLC v. Varsity Brands Inc.
Under the Copyright Act, section 102(a)(5), “useful articles” are not protected, but
pictorial, graphic, or sculptural features of the design of a useful article are eligible for copyright
protection if those features can be identified “separately from,” and are capable of “existing
independently of,” the utilitarian aspects of the article.” Although the statutory context seems to
be clear, application of this “separability standard” has been problematic and unpredictable.
Before the U.S. Supreme Court decided the case, most designers and fashion industries
believed that the Court would expand copyright protection to cover useful articles, such as
clothing, computer game and furniture. It was also thought that this holding would bring a
certain degree of harmony among many practical considerations of various appeal courts and
provide some refined predictability for the copyright infringement disputes.
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Star Athletica, LLC v. Varsity Brands Inc.
While the separability standard under the copyright protection for fashion design has
been variable, new complicated disputes produce even more difficulties. On March 22, 2017, in a
highly anticipated decision, the US Supreme Court issued its opinion in Star Athletica, L.L.C. v.
Varsity Brands, Inc.,580 US (2017), holding a two-part test to determine when design elements
incorporated into a useful article may be eligible for copyright protection. The Court held that “a
feature incorporated into the design of a useful article is eligible for copyright protection only if
the feature (1) can be perceived as a two- or three-dimensional work of art separate from the
useful article and (2) would qualify as a protectable pictorial, graphic, or sculptural work-either
on its own or fixed in some other tangible medium of expression-if it were imagined separately
from the useful article into which it is incorporated”.
In this case, Varsity Brands, Inc. (Varsity) owned over 200 copyright registrations for its
designs of cheerleader uniforms, for example, lines, chevrons, colourful shapes. Star Athletica,
L.L.C. (Star) started its cheerleading uniform business and was sued by Varsity for copyright
infringement of the following 5 designs shown in Figure 1:

FIGURE 1
DESIGN DISPUTE OF STAR ATHLETICA, L.L.C.V. VARSITY BRANDS, INC.
The District Court held that Varsity’s designs were not eligible for copyright protection.
It reasoned that those designs could not be physically or conceptually separated from protectable
pictorial, graphic, or sculptural works because they served the utilitarian or useful function and
therefore could not be physically or conceptually separated from their utilitarian purpose of
identifying the garments as cheerleading uniforms. However, the Appeal Court reversed and held
that the “graphic designs” were capable of existing independently from the utilitarian uniforms
because those designs could be incorporated onto the surface of different types of garments, or
hung on the wall and frame as art.
The Supreme Court, in a 6-2 decision, rejected many physical and conceptual separability
standards from federal appeal courts and based the Court’s new test on the requirement
articulated in Section 101 of the Copyright Act. Firstly, the statutory language “can be identified
separately from” was interpreted by the Supreme Court as “can be perceived as a two- or threedimensional work of art separate from the useful article.” Secondly, the statutory language “and
are capable of existing independently of, the utilitarian aspects of the article” was translated by
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the Supreme Court as “and would qualify as a protectable pictorial, graphic, or sculptural workeither on its own or fixed in some other tangible medium of expression-if it were imagined
separately from the useful article into which it is incorporated”.
In its decision, the Supreme Court stated a two-part test for separability standard, but
neither decide whether fashion patterns or motifs overall (in this case, the lines, chevrons and
colourful shapes appearing on cheerleading uniforms) were eligible for protection, nor decided
whether the specific design elements involved in the case were sufficiently original to qualify for
protections. Such a decision raises numerous interesting questions.
The Supreme Court even further concludes that “our test does not render the shape, cut
and physical dimensions of the cheerleading uniforms eligible for copyright protection”. While
this decision reaffirms that two- or three-dimensional artwork can be protected as artwork when
it is placed upon clothing, there still remains unclear copyright protection for such useful article.
At present, we can only conclude that this Supreme Court decision simply clarifies statutory
language for lower courts to interpret the law. Accordingly, the actual impact and enforcement of
design protection within the apparel industry will depend on the interpretation of lower courts.
Interestedly, Justice Breyer and Justice Kennedy guide in the dissenting opinion that the
designs that Varsity submitted to the Copyright Office in this case are not eligible for copyright
protection since the relevant design features are replicate the underlying useful article of which
they are a part. “Hence the designs features that Varsity seeks to protect are not “capable of
existing independently of the utilitarian aspects of the article”. In other words, Justice Breyer and
Justice Kennedy opine that the design features in Varsity’s pictures cannot exist separately from
the utilitarian aspects of the dress.
Notably, a very famous Supreme Court decision on the standard of copyright ability-Feist
Publications, Inc., v. Rural Telephone Service Co., 499 US 340 (1991) could be added for future
interpretation. In Feist Publications, Inc., the Supreme Court held that information alone without
a minimum of original creativity cannot be protected by copyright. The Court then clarified that
the standard for creativity is extremely low. It needs not be novel; rather it only needs to possess
a "spark" or "minimal degree" of creativity to be protected by copyright. However, the raw data
or information itself alone (in this case was the collection of names, streets and phone numbers
in a telephone directory) is not copyrightable.
Therefore, it is likely that the lower courts will apply the standard of copyright ability in
Feist Publications, Inc., v. Rural Telephone Service Co. with the two-part separability test in Star
Athletica, L.L.C. v. Varsity Brands, Inc.
Intellectual Property Protection of Fashion Design in Thailand
Similar to laws in the US, fashion design in Thailand can be protected under different
intellectual property laws; particularly trademark, design patents and copyright.
Thai Trademark Act B.E.2534 (1991) protects mark used with fashion design product and
prohibits the uses of identical mark or similar mark that the public might be confused or misled
as to the owner or origin of the product. However, trademark law does not protect the design of
the product itself.
The Patent Act B.E.2522 (1979) includes 3 types of patents in the same act which are
patent, design patent and petty patent. Design patent protects “any form or composition of lines
or colours which gives a special appearance to a product and can serve as a pattern for a
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product of industry or handicraft,” while patent and petty patent focus on new invention. Under
article 56, the design has to be “new” from known or used design to be eligible for protection.
Until 2017, there has been no single Supreme Court case on fashion design in Thailand, but it
does not mean that fashion industry in Thailand does not face with a problem with fashion design
protection. Nevertheless, there are Supreme Court decisions on related design cases that can shed
light on potential legal risk for fashion designers and fashion industry in Thailand.
In the Supreme Court decision number 12602/2555 (2012), the Court held that the
inventive step is not the requirement of design patents registration. The only requirement is the
newness of design for industry under article 56. In this case, the defendant designed lamp used
for aquarium fish and later registered his lamp design in 2001 (design patents number 17496)
before distributed the aquarium lamp to the market. The plaintiff, another distributor, filed the
lawsuit to cancel such design patent on the ground that the design was too simple and similar to
the plaintiff’s aquarium lamp. The Supreme Court clarified that the design patent did not need
“inventive step” requirement in patent for invention as the plaintiff claimed. Design patent only
need the newness of design under article 56 of the Patent Act B.E.2522 (1979). In this case, the
defendant designed lamp used for aquarium fish and included lamp stand and reflexing pad to
the lamp. The design was different from previously similar product and was eligible for the
design patents.
This holding ensures the broaden scope of design patent under the Patent Act and can be
applied to protect fashion designs those are qualified “new.” Nevertheless, patent law protects
only particular designs which are registered under the Patent Act. Designers accordingly need to
properly register his or her specific works. In practices, design patent might not fit the needs of
the designers and fashion industries as it is costly and time consuming. The Department of
Intellectual Property of Thailand describes the complicated processes to receive a design
registration that usually needs more than 1 year. Such procedures include filing, investigation
processes and publication period and opposition period. Consequently; difficulties of the design
patent registration practically deter effective protection of fashion design. Under the fast moving
fashion trend, the patent protection would become commercially useless by the time the patent
was granted.
Copyright offers more practical advantages compare to trademark and design patents. On
the one hand, the “artistic work" under Article 4 of the Copyright Act B.E.2537 (1994) provides
broader language to easily cover fashion design. The most benefit of copyright protection is its
automatic protection as soon as the work comes into existence and it remains protected during
the lifetime of the author (copyright creator) plus 50 years which is much longer than the 10
years period of design patent. On the other hand, the extensive meaning of “artistic work” causes
more uncertainty and largely depends on the interpretation by the courts.
In the Supreme Court decision number 19305/2555 (2012), the Court held that in order to
be eligible for copyright protection, the copyright creator needed to utilize enough effort to
create his or her work and such work should be originated by such author, not be copied,
reproduce, or adapt from other copyrighted work.
In this case, the copyright creator designed and produced miniature silk elephant doll.
The doll had become popular as popular souvenir among tourists. Shortly after, the defendant
made and distributed very similar silk elephant doll. The plaintiff then sued the defendant for
copyright infringement. In its decision, the Supreme Court held that the plaintiff’s elephant doll
was not eligible for copyright.
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The Supreme Court compared the plaintiff’s elephant doll to the Royal Navy flag (also
known as “Thong Ratchanawi”) with a white elephant in regalia centred on the national flag
shown in Figure 2. Then, the Supreme Court reasoned that the designs of elephant in regalia of
both works were similar and concluded that the plaintiff copied the elephant from the Royal
Navy flag with only insignificant changes. The design did not show that the plaintiff put enough
effort in such design in order to claim copyright. Therefore, the Supreme Court concluded that
the plaintiff was not the “author” under the Copyright Act and therefore no infringement existed.

Pliantiff’s silk Elephant Doll

Royal Navy Flag (also known as “Thong
Ratchanawi”)
FIGURE 2
SILK ELEPHANT DOLL AND ROYAL NAVY FLAG

Notably, the Supreme Court decision number 7121/2552 (2009) also declined the
copyright of the bas-relief (basso-rilievo) of an Apsara (also known as “Tep Apsar”) by similar
reasoning. In this case, the Supreme Court held that the sculptor of the bas-relief of an Apsara
was not eligible for copyright because the sculptor copied the design from the previous Thai and
Khmer sculptures with insignificant changes. Accordingly, the plaintiff (sculptor) could not
show that he utilized enough effort to create such bas-relief and such work was not eligible for
copyrighted work. Although the reproduction or adaptation of such bas-relief showed certain
level of industriousness, the Court considered that it was not reach the level of copyright ability
under the Copyright Act.
Thai Supreme Court establishes standard of copyright ability which requires the author’s
effort to meet the level of creativity. The interpretation of “effort” by the Supreme Court is rather
demanding. The miniature elephant doll case and the bas-relief sculptor case are good examples.
Although the plaintiff in the miniature elephant doll case has ever seen the Royal Navy before,
he creates his elephant entirely different from that on the flag. Major differences include shape
and major parts of elephant, colour and design of clothes on elephant back, movement and
character. Designing and creating such original doll show a certain level of creativity. However,
such creativity is not enough for the level of “enough effort” under the Thai Supreme Court
interpretation. Similarly, designing and creating the bas-relief sculptor of Apsara which utilizes
more technique and skill also could not pass the same level of “enough effort.”
Compare to the standard established in Feist Publications, Inc., v. Rural Telephone
Service Co., the US Supreme Court views that “to be sure, the requisite level of creativity is
extremely low; even a slight amount will suffice”. Justice O’Connor further holds that originality
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does not signify novelty, a work may be original even though it closely resembles other works,
so long as the similarity is fortuitous, not the result of copying. For example, two poets, each
ignorant of the other, compose identical poems. Neither work is novel, yet both are original and,
hence, copyrightable. It seems that creating whole elephant doll or bas-relief sculptor is fulfilled
the level of creativity in Feist Publications, Inc., v. Rural Telephone Service Co.
Applying high standard of copyright ability under Thai Supreme Court cases could
burden and curtail copyrightable work in Thailand and cause serious legal risk to future
creativity. Moreover, it is almost not possible to create a work that is totally new and not related
to any previous work.
ANALYSIS AND CONCLUSION
Fashion law commonly involves various intellectual property rights, including trademark,
design patent and copyright. However, fashion design could not particularly fit to any legal
regulations and causes uncertainties for fashion industry. The need to gain well-defined
protection is increased since fashion industry has become an important part of the global
economy. This paper analysed and proposed three observations to properly manage intellectual
property risks faced by fashion designers and fashion industry.
First, copyright regulations generally provide practical advantages to protect fashion
designs-broad language, automatic protection; protection period is much longer than other
intellectual property rights. Nonetheless, courts in different jurisdictions may apply and interpret
their copyright laws differently.
Second, well-defined language of copyright law will provide better protection and reduce
legal risk. Fashion design usually represents natural beauty to clothing, as well as embodies
creative design and the relation of that work to others, past and present. Accordingly, fashion
designs commonly share some similarities. Given wide-ranging of fashion design infringements
which vary from exact copy of design, close copying, knock off, to remixing, it is necessary to
consider the scope of copyright protection needed for such certain potential infringements. The
suitable protection should be clearly defined in the copyright law.
Finally, the state of law with respect to the fashion industry is changing with fast pace.
There have been new disputes and new case laws over the past decade. The variable
interpretation and reasoning in various jurisdictions can hinder the proper protection and cause
uncertainties to the fashion industry.
In Star Athletica, L.L.C. Varsity Brands, Inc., the US Supreme Court explains statutory
language and provides guidance to lower courts on deciding if cheerleading pattern should be
protected. Feist Publications, Inc., v. Rural Telephone Service Co. clarifies that the requisite
level of creativity is extremely low, even a slight amount will suffice. It seems that the U.S.
courts have more room to apply proper level of protection to design work. Thai Supreme Court,
on the contrary, sets high standard of creativity in the miniature elephant doll case and the basrelief sculptor case as mentioned. Such differences cause risk to fashion design and industry,
particularly global brand’s product. Legal risks, arisen from intellectual property law for fashion
design, should be mitigated through harmonized proper understanding of copyright law among
fashion designers, fashion industries and most importantly among the courts.
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